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Amendment Dated April 9, 2007 ~ Reply to Office Action of February 8, 2007 
REMARKS 

A. Status of the Application 

• Claims 2 to 8, 38 to 44 and 74 to 97 are pending in the application, of which 
claims 2 and 38 are independent claims. 

• Claims 1 and 37 are cancelled. 

• Claims 2 and 38 are amended to independent form, in a manner that 
introduces no new issues for search and reduces issues for appeal. Dependent 
claims 3, 39, 74, 75, 80-83, 86, 87 and 92-95 are amended to correct their 
respective dependencies. Therefore, this amendment may be entered under 
37 C.F.R.§ 1.116(b). 

B. Claims 2 and 38 Under 35 U.S. C. § 103(a^ 

The Office Action compares claims 2 and 38 to U.S. Patent No. 6,993,5 1 1 
("Himmelstein"). However, the Office Action fails to state a prima facie case of 
obviousness for any claim. 

1. Certain Limitations Are Not Disclosed in Himmelstein 

Independent claim 2 relates to a method, inter alia, "receiv[es] at least one durable 
good parameter that is associated with a transaction of a durable good at a future date, in 
which the durable good comprises at least one of: an automobile, a water craft, an 
aircraft, and a home a/?p/zance"(emphasis added). 

The cited portions of Himmelstein do not teach or suggest fiiture transactions in 
certain durable goods, including "an automobile, a water craft, an aircraft, and a home 
appliance," as recited in claim 2. When a claim recites a limitation that is absent from the 
art, the claim is not obvious. MPEP § 2143.03; Motorola v. Interdigital Technology 
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Corp., 121 F.3d 1461, 1466-67, 43 USPQ2d 1490, 1490-91 (Fed. Cir. 1997) (reversing a 
jury verdict of obviousness because an element was not taught in the particular art relied 
upon, even though that element was known elsewhere). Therefore, the Office Action has 
failed to state a prima facie case of obviousness for claim 2. 

Page 3 of the Office Action asserts a fact unsupported by any substantial evidence, 
apparently in reliance on "facts within the personal knowledge of an employee of the 
Office": 

It would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify Himmelstein to 
include [sic] automobile, a watercraft, an aircraft, and a 
home apphance. One would have been motivated to do so in 
order to create an exchange-traded futures based on [sic] 
basket of manufactured goods. 

Pursuant to 37 C.F.R. § 1.104(d)(2), Applicant calls for a reference or affidavit in 
support of any contention that "exchange-traded fiitures" of a "basket" of the recited 
durable goods were known. 

For at least the foregoing reason, claim 2 is patentable. Claim 38 recites similar 
language to claim 2, and therefore is patentable for similar reasons. 

In the context of the invention of claims 2 and 38, other durable goods may be 
equivalent to an automobile, a water craft, an aircraft, and a home appliance, including 
manufactured goods with a finite service lifetime. Such manufactured durable goods do 
not include gold — an element with practically infinite lifetime. 

2. There is No Substantial Evidence of Motivation to Combine and No 
Reasonable Expectation of Success 

Moreover, the Office Action does not cite any reference for the motivation to 
combine Himmelstein with the subject matter proposed in the paragraph quoted above. In 

the event that "motivation" is asserted by means of official notice, Applicant submits that it 
was not well-known in the art, at the filing of the present application, to modify 
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Himmelstein to include "a« automobile, a watercraft, an aircraft, and a home appliance", 
as suggested by the Office Action. If any rejection is raised or maintained in any fiiture 
paper, Applicant calls for a reference or affidavit, as provided by 37 C.F.R. § 1.104(d)(2). 

Furthermore, the Office Action is silent with respect to reasonable expectation of 
success— an element required for the showing of any obviousness rejection. MPEP 
§ 2143.02. Due to the omission of each of the three essential elements for an obviousness 
rejection (i.e., claim language, motivation to combine, and reasonable expectation of 
success), three separate reasons exist for no rejection. Even if a rejection is maintained or 
raised, final rejection is premature. 

For at least the foregoing reasons, any rejection under § 103(a) that may exist 
(Applicant notes that the Office Action is insufficiently complete to reject any claim) 
should be withdrawn. 

C. General Comments on Dependent Claims 

Since each of the dependent claims depends from a base claim that is believed to be 
in condition for allowance, Applicant believes that it is unnecessary at this time to argue 
the allowability of each of the dependent claims individually. However, Applicant does 
not necessarily concur with the interpretation of the dependent claims as set forth in the 
Office Action, nor does Applicant conctu* that the basis for the rejection of any of the 
dependent claims is proper. Therefore, Applicant reserves the right to specifically address 
the patentability of the dependent claims in the fixture, if deemed necessary. 

D. Conclusion 

In general, the absence of a reply to a specific rejection, issue or comment does not 
signify agreement with or concession of that rejection, issue or comment. In addition, 
because the arguments made above may not be exhaustive, there may be reasons for 
patentability of any or all pending claims (or other claims) that have not been expressed. 

Finally, nothing in this paper should be construed as a concession of any issue with regard 
to any claim, except as specifically stated in this paper, and the amendment of any claim 
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does not necessarily signify concession of unpatentability of the claim prior to its 
amendment. 

In view of the foregoing amendments and remarks, Applicant respectfully submits 
that the application is in condition for allowance, and such action is respectfully requested 
at the Examiner's earliest convenience. 

Applicant's undersigned attomey can be reached at the address shown below. All 
telephone calls should be directed to the undersigned at 646-542-2932. 



Respectfully submitted. 



Date: April 9, 2007 



/Ruth J. Ma/ 



Innovation Division 
Cantor Fitzgerald, LLP 
110 East 59"^ Street 
New York, NY 10022 



Ruth J. Ma, Reg. No. 55,414 



Attomey for Applicant 
Tel. No. (646) 542-2932 
Fax. No. (947) 591-9257 
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